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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in European Patent Office on 6/25/2003. It is noted, however, that 
applicant has not filed a certified copy of the 03101893 application as required by 35 
U.S.C. 119(b). 

Specification 

2. The disclosure is objected to because it is not in proper format. The following 
guidelines illustrate the preferred layout for the specification of a utility application. 
These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1 .77(b), the specification of a utility application should 
include the following sections in order. Each of the lettered items should appear in 
upper case, without underlining or bold type, as a section heading. If no text follows the 
section heading, the phrase "Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT. 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC. 

(f) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 
CFR 1.97 and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 

(j) CLAIM OR CLAIMS (commencing on a separate sheet). 

(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 
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(I) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1 .821-1 .825. A 
"Sequence Listing" is required on paper if the application discloses a 
nucleotide or amino acid sequence as defined in 37 CFR 1 .821(a) and if 
the required "Sequence Listing" is not submitted as an electronic 
document on compact disc). 

Appropriate correction is required. 

Claim Objections 

3. Claim 14 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Claim 1 2 limits the light 
source to "essentially monochromatic light". 

4. Claim 18 is objected to because of the following informality: Putting an object 
between a light source and itself is not possible. For purposes of examination, 
examiner reads the claim as "between the light source and the support". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 22-26 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claimed recitation of a use, without setting 
forth any steps involved in the process, results in an improper definition of a process, 
i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101 . See for 
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example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. 
Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 8, 22-26 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Claim 8 recites the limitation "the capture probe" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. Examiner understands that claim 8 is 
originally depended upon claim 7 (which does contain a capture probe), but the 
language of the claim needs to be changed. Examiner suggests either "according to 
claim 7" or "a capture probe". 

7. Claims 22-26 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Examiner believes the intent of the claim to be "use 
of the kit of claim 1 1 ", but as the claim reads "use of a support" the claim is indefinite. 

Claim 22 provides for the use of a support, but, since the claim does not set forth 
any steps involved in the method/process, it is unclear what method/process applicant 
is intending to encompass. A claim is indefinite where it merely recites a use without 
any active, positive steps delimiting how this use is actually practiced. 
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Examiner's Note 

8. Examiner wishes to clarify the meaning of the phrase "and/or" in the claims. The 
term may mean "and", it may mean "or", it may mean "exclusive-or", it may mean "one", 
it may mean "some, but not all", it may mean "neither", and/or it may mean "both", 
although the scope of claimed subject matter is not limited in this respect. 
9. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Block 
(United States Patent 3,975,084). 

1 0. As to claim 1 , Block teaches a support comprising two essentially parallel 
surfaces (Figure 1 , elements 26, 27) for the detection of optically-active substances 
within an evanescent-field formed on the surface of the support, in which in at least one 
area a plane of said surface is inclined with respect to the plane of the support by an 
angle .alpha. .sub.wedge from 10.degree. to 85.degree.. 

While Block fails to explicitly teach the angle, Block teaches a silica slide and 
angles chosen with to the critical angles for total internal reflection (column 4, lines 48- 
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62). The angle for a silica-air interface is approximately 43 degrees, which is within the 
limitation of the claim. 

Claims 1, 3-5, 7-9, 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tiefenthaler et al (United States Patent 4,815,843). 

11. As to claims 1 and 4, Tiefenthaler teaches a support comprising two essentially 
parallel surfaces (Figure 2, top and bottom of element 2) for the detection of optically- 
active substances (column 1 , lines 37-47) within an evanescent-field formed on the 
surface of the support (column 8, lines 49-65). 

While Tiefenthaler does not explicitly teach at least one area of a plane of said 
surface is inclined with respect to the plane of the support be an angle 
.alpha. .sub.wedge from 10.degree. to 85.degree., Tiefenthaler teaches glass (column 3, 
lines 33-34) and total internal reflection in the light guide (column 2, lines 40-56). The 
angle for a glass-air interface is approximately 42 degrees, which is within the limitation 
of the claim. 

12. As to claim 3, Tiefenthaler teaches everything claimed, as applied above in claim 
1 , in addition said surface, at which the detection of the optically-active substances 
takes place is covered by a top plate (Figure 63, element 12). It would have been 
obvious to one of ordinary skill in the art at the time of invention to have said surface, at 
which the detection of the optically-active substances takes place be covered by a top 
plate, in order to prevent the adsorption of macromolecules. 

1 3. As to claim 5, Tiefenthaler teaches everything claimed, as applied above in claim 
1 , in addition Tiefenthaler teaches the refractive index of the support (n. sub. support) is 
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larger than 1 .0 and smaller than 2.0, preferably between about 1 .4 and 1 .8 (column 3, 
lines 33-34). 

14. As to claim 7, Tiefenthaler teaches everything claimed, as applied above in claim 
1 , in addition Tiefenthaler teaches at least one capture probe is attached to the surface 
of the inclined plane (Figure 2, element 6). 

1 5. As to claim 8, Tiefenthaler teaches everything claimed, as applied above in claim 
1 , in addition the capture probe is selected from the group comprising proteins, in 
particular antibodies, receptors, enzymes, signaling proteins or fragments thereof; 
peptides; polysaccharides, nucleic acids, in particular ssDNA, dsDNA and RNA; nucleic 
acid analogs, in particular PNA; and small molecules (column 4, lines 42-56). 

16. As to claim 9, Tiefenthaler teaches everything claimed, as applied above in claim 
1 , in addition the support further comprises reagents and/or buffers (Figure 6, element 
14). 

1 7. As to claim 1 1 , Tiefenthaler teaches a kit comprising a support according to claim 
1 and reagents and/or buffers (Figure 6, element 14). 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tiefenthaler in view of Tajima et al (United States Patent Application Publication 
2002/0003623). 

18. As to claim 2, Tiefenthaler in view of Tajima teaches everything claimed, as 
applied above in claim 1 , with the exception of at least 10, preferably at least 100 areas. 
However to do so is well known as taught by Tajima. Tajima teaches at least 10, 
preferably at least 100 areas (paragraph 0020). It would have been obvious to one of 
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ordinary skill in the art at the time of invention to have at least 10, preferably at least 100 
areas, in order to take many measurements simultaneously. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tiefenthaler in view of Bogart et al (United States Patent 5,458,606). 

1 9. As to claim 6, Tiefenthaler teaches everything claimed, as applied above in claim 

1 , with the exception of within the area on said surface a second plane of the surface 
adjacent to the first inclined plane is inclined in such that a symmetrical pyramidal 
structure is formed. However to do so is well known as taught by Bogart. Bogart 
teaches within the area on said surface a second plane of the surface adjacent to the 
first inclined plane is inclined in such that a symmetrical pyramidal structure is formed 
(Figure 2B). It would have been obvious to one of ordinary skill in the art at the time of 
invention to have within the area on said surface a second plane of the surface adjacent 
to the first inclined plane is inclined in such that a symmetrical pyramidal structure is 
formed, in order to increase the internal reflections per area of the support. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tiefenthaler in view of Challener et al (United States Patent 5,994,150). 

20. As to claim 1 0, Tiefenthaler teaches everything claimed, as applied above in 
claim 1 , with the exception of the support is an optical disc. However to do so is well 
known as taught by Challener. Challener teaches the support is an optical disc (Figure 

2, element 250). It would have been obvious to one of ordinary skill in the art at the 
time of invention to have the support is an optical disc, in order to ease the transport 
and rapid analysis of the support. 
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Claims 12-14, 16-17, 19, 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tajima in view of Tiefenthaler. 

21 . As to claims 12,14, Tajima teaches a device for the detection of optically active 
substances within the evanescent-field formed at the surface of a support comprising: 

a) at least one light source (Figure 2, element 7) emitting essentially 
monochromatic light of at least one wavelength (paragraph 001 9), and 

b) at least one detector means (Figure 2, element 17), where the detection of the 
optically-active substance occurs once the support is placed into the device. 

Tajima fails to teach the at least one light source is arranged in such that it is 
opposite to the surface of a support. However to do so is well known as taught by 
Tiefenthaler. Tiefenthaler teaches the at least one light source is arranged in such that 
it is opposite to the surface of a support (Figure 8, elements 7, 2, 4 and D-9). It would 
have been obvious to one of ordinary skill in the art at the time of invention to have the 
at least one light source is arranged in such that it is opposite to the surface of a 
support, in order to most efficiently detect low-angle diffractions. 

22. As to claim 1 3, Tajima in view of Tiefenthaler teaches everything claimed, as 
applied above in claim 12, in addition Tiefenthaler teaches the detector means is 
arranged on the same side as the light source (Figure 8, element 7, 2, 4 and D6). It 
would have been obvious to one of ordinary skill in the art at the time of invention to 
have the detector means is arranged on the same side as the light source, in order to 
most efficiently detect high-angle diffractions. 
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23. As to claim 16, Tajima in view of Tiefenthaler teaches everything claimed, as 
applied above in claim 12, in addition Tajima teaches a filter is arranged within the light 
path of the light source (column 2, lines 61-64). 

24. As to claim 1 7, Tajima in view of Tiefenthaler teaches everything claimed, as 
applied above in claim 12, in addition Tajima teaches an objective lens is used to focus 
the light of the light source on the support (Figure 2, element between 7 and 9). 

25. As to claim 1 9, Tajima in view of Tiefenthaler teaches everything claimed, as 
applied above in claim 12, in addition Tiefenthaler teaches a support comprising two 
essentially parallel surfaces (Figure 2, top and bottom of element 2) for the detection of 
optically-active substances (column 1, lines 37-47) within an evanescent-field formed on 
the surface of the support (column 8, lines 49-65). 

While Tiefenthaler does not explicitly teach at least one area of a plane of said 
surface is inclined with respect to the plane of the support be an angle 
.alpha. .sub.wedge from 10.degree. to 85.degree., Tiefenthaler teaches glass (column 3, 
lines 33-34) and total internal reflection in the light guide (column 2, lines 40-56). The 
angle for a glass-air interface is approximately 42 degrees, which is within the limitation 
of the claim. 

26. As to claim 21 , Tajima in view of Tiefenthaler teaches everything claimed, as 
applied above in claim 19, in addition the wavelength of the light emitted from the light 
source, the angle .alpha. .sub.wedge of the inclined plane(s) of the surface of the 
support .alpha.. sub. NA of the light directed at the disc, n. sub. support and n. sub. medium 
is (are) selected in such that the depth d of an evanescent-field, which is formed in a 
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medium comprising the optically active substance applied to the support is between 10 
nm and 1 .mu.m, preferably between about 20 nm and 200 nm. While both Tajima and 
Tiefenthaler do not explicitly teach selecting a wavelength and angle for a desired field 
depth, it is inherent in their wavelengths and angles that the field depth would be within 
the claimed range. Examiner refers applicant to the white light of Tajima (paragraph 
001 9), the helium-neon laser of Tiefenthaler (column 6, lines 26-29), the argument as to 
the critical angle (used above in claim 1), and the Evanescent Field Penetration Depth 
demonstration at http://vvwvv.olvmpusmicro.com/primer/java/t irf/penetration/index.htmL 
Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tajima 
in view of Tiefenthaler, and in further view of Smolyaninov et al (United States Patent 
6,897,436). 

27. As to claim 1 5, Tajima in view of Tiefenthaler teaches everything claimed, as 
applied above in claim 12, with the exception of at least two light sources generating 
essentially monochromatic light of at least two different wavelengths. However to do so 
is well known as taught by Smolyaninov. Smolyaninov teaches at least two light 
sources generating essentially monochromatic light of at least two different wavelengths 
(Abstract). It would have been obvious to one of ordinary skill in the art at the time of 
invention to have at least two light sources generating essentially monochromatic light 
of at least two different wavelengths, in order to allow selective control over photon 
tunneling. 
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Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tajima 
in view of Tiefenthaler, and in further view of Ghislain etal (United States Patent 
5,939,709). 

28. As to claim 18, Tajima in view of Tiefenthaler teaches everything claimed, as 
applied above in claim 17, with the exception of a mask is placed in the light path 
between the light source and the mask, which essentially blocks all light directed at the 
support with an angle .alpha.. sub. NA smaller than arcsin (n.sub.medium/n.sub.support)- 
. alpha. .sub.wedge. However to do so is well known as taught by Ghislain. Ghislain 
teaches a mask (Figure 3A, element 32) is placed in the light path between the light 
source and the mask, which essentially blocks all light directed at the support with an 
angle .alpha. .sub. NA smaller than arcsin (n.sub.medium/n.sub.support)- 

.alpha. .sub.wedge (column 14, lines 58-61). It would have been obvious to one of 
ordinary skill in the art at the time of invention to have a mask is placed in the light path 
between the light source and the mask, which essentially blocks all light directed at the 
support with an angle .alpha.. sub. NA smaller than arcsin (n.sub.medium/n.sub.support)- 
. alpha. .sub.wedge, in order to remove ineffective light. 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tajima 
in view of Tiefenthaler, and in further view of Challener et al (United States Patent 
5,994,150). 

29. As to claim 20, Tajima in view of Tiefenthaler teaches everything claimed, as 
applied above in claim 19, with the exception of the support is an optical disc. However 
to do so is well known as taught by Challener. Challener teaches the support is an 
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optical disc (Figure 2, element 250). It would have been obvious to one of ordinary skill 
in the art at the time of invention to have the support is an optical disc, in order to ease 
the transport and rapid analysis of the support. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JARREAS C. UNDERWOOD whose telephone number 
is (571) 272-1536. The examiner can normally be reached on Monday-Friday 0530- 
1400. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory J. Toatley can be reached on (571) 272-2059. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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